
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



| APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. | 


CONFIRMATION NO. 


10/709,653 


05/20/2004 


Joseph Tucker 


78.1182 


3652 



26932 7590 09/22/2005 

JEFFREY E. DALY 

GRANT PRIDECO, L.P. 

400 N. SAM HOUSTON PARKWAY EAST 

SUITE 900 

HOUSTON, TX 77060 



EXAMINER 



GAY, JENNIFER HAWKINS 



ART UNIT 



PAPER NUMBER 



3672 

DATE MAILED: 09/22/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office* Af*tifin ^# immz*r\/ 

Vyf/fUC rll/UU/i O Lit it 1 1 1 Of y 


Application No. 

10/709,653 


Applicant(s) 

TUCKER ET AL. 


Examiner 

Jennifer H. Gay 


Art Unit 

3672 




- The MAILING DATE of this communication appears on the cover sheet with the correspondence ac 


Idress « 



Period for Reply 
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1. 



DETAILED ACTION 
Specification 

The abstract of the disclosure is objected to because the abstract includes the implied 



phrases 'The present invention is generally directed to", "In one illustrative embodiment", and 
"of the present invention". Correction is required. See MPEP § 608.01(b). 

2. Applicant is reminded of the proper language and format for an abstract of the disclosure. 
The abstract should be in narrative form and generally limited to a single paragraph on a 

separate sheet within the range of 50 to 150 words. It is important that the abstract not exceed 
150 words in length since the space provided for the abstract on the computer tape used by the 
printer is limited. The form and legal phraseology often used in patent claims, such as "means" 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concerns," 
"The disclosure defined by this invention," "The disclosure describes," etc. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-8 and 12-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Fischer 
et al. (US 5,881,828). 
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Regarding claims 1, 13, 19: Fischer et al. discloses a rolling cutter insert that 
includes the following features: 

- A generally cylindrical body, cutting surface, and bottom surface 
(Figure 1). 

- A tapered surface adjacent the body (see above Figure). 

- A generally cylindrical section positioned between the bottom surface 
and the tapered surface. 

Regarding claims 2, 13, 19, 25, 26, 29, 36, 37, 39: The insert includes a radiused 
corner region adjacent the bottom surface where the corner region is between the bottom 
surface and the cylindrical section. 

Regarding claims 3, 27, 38: The cylindrical section is adjacent the corner region. 

Regarding claims 4, 14, 20, 29, 40: The body has a diameter greater than that of 
the cylindrical section. 

Regarding claims 5, 15, 19, 30, 41: The insert includes a radiused region 
positioned between the tapered surface and the cylindrical section 

Regarding claims 6, 13, 19, 31, 42: The corner region defines a transition 
between the bottom and the cylindrical section. 

Regarding claims 7, 16, 19, 32, 43: The radiused region defines a transition 
between the cylindrical section and the tapered surface. 

Regarding claims 8, 1 7, 21, 33, 44: The tapered surface appears to form an angle 
of approximately 15 degrees relative to the longitudinal axis of the body. 

Regarding claims 12, 18, 22: The insert is described as being used with a variety 
of drill bits thus the examiner takes Official Notice that the disclosed insert can be used 
with a roller cutter drill bit. 

Regarding claims 23, 34: Fischer et al. discloses a rolling cutter insert that 
includes the following features: 

- A generally cylindrical body, cutting surface, and bottom surface 
(Figure 1). 

A tapered surface adjacent the body (see above Figure). 
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- A region of material positioned between the bottom surface and the 
tapered surface that is positioned outside of a volume defined by an 
intersection of a linear extension of the tapered surface and the bottom. 
Regarding claims 24, 35: A generally cylindrical section positioned between the 
bottom surface and the tapered surface where at least a portion of the cylindrical section 
defines at least a part of the region. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fischer et al. 

Fischer et al. discloses all of the limitations of the above claims except for the 
radiused corner region having a radius of approximately 0.020 inches, the radiused region 
having a radius of approximately 0.20 inches, and the generally cylindrical section having 
an axial length of approximately 0.020 inches. 

However, it would have been considered obvious to one of ordinary skill in the 
art, at the time the invention was made, to have formed the cutter insert of Fischer et al. 
with the above dimensions, since it has been held that discovering an optimum value of a 
result effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 272, 
205 USPQ215(CCPA 1980). 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennifer H. Gay whose telephone number is (571) 272-7029. The 
examiner can normally be reached on Monday-Thursday, 6:30-4:00 and Friday, 6:30-1 :00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on (571) 272-6999. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (tplirfree). 
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